Application No. 10/773,297 

Reply to Office Action of April 5, 2005 

SUPPORT FOR THE AMENDMENT 

This Amendment amends the specification and abstract; cancels Claims 1 and 3; and 
amends Claim 4-6, 8, 10 and 21-22. Support for the amendments is found in the specification 
and claims as originally filed. In particular. Claim 4 is rewritten in independent form. No 
new matter would be introduced by entry of these amendments. 

Upon entry of these amendments, Claims 4-13 and 21-22 will be pending in this 
application. Claim 4 is independent. 

REOUEST FOR RECONSIDERATION 
Applicants respectfully request entry of the foregoing and reexamination and 
reconsideration of the application, as amended, in light of the remarks that follow. 

Claims 1, 3, 5 and 21-22 are rejected under 35 U.S.C. § 103(a) over U.S. Patent No. 
5,146,465 ("Khan") in view of U.S. Patent No. 6,661,822 ("Kubota"). In addition. Claims 6 
and 10 are rejected under 35 U.S.C. § 103(a) over Khan in view of Kubota . Claim 8 is 
rejected under 35 U.S.C. § 103(a) over Khan and Kubota and fiirther in view of U.S. Patent 
Application Publication No. US 2001/0038656 Al ("Takeuchi"), Claim 9 is rejected under 
35 U.S.C. § 103(a) over Khan. Kubota and Takeuchi and further in view of U.S. Patent 
Application Publication No. US 2001/0048114 Al ("Morita"). Claims 11-12 are rejected 
under 35 U.S.C. § 103(a) over Khan and Kubota and further in view of U.S. Patent No. 
5,915,164 r' Taskar "). Claims 13 is rejected under 35 U.S.C. § 103(a) over Khan, Kubota and 
Taskar and further in view of U.S. Patent Application PubHcation No. US 2002/001864 Al 
("Ishikawa"). 

Applicants thank the Examiner for the indication that Claims 4 and 7 would be 
allowable if rewritten in independent form. Office Action at page 12, lines 16-19. Claim 4 is 
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rewritten in independent form, and the other pending claims are amended to depend from 
independent Claim 4. Thus, all of the pending claims are allowable. 

The drawings are objected to "because reference character '2* has been used to 
designate both nitride compoimd semiconductor and AIN single crystalline layer on page 6, 
lines 7-8 and 12". Office Action at page 2, lines 15-17. To obviate the objection, the 
specification is amended. 

The abstract is objected to. To obviate the objection a new abstract is provided in 
which "comprises" is replaced with —includes--. 

The Office Action at page 2 asserts that the Information Disclosure Statement ("IDS") 
filed February 9, 2004, "fails to comply with 37 CFR 1.98(a)(2), which requires a legible 
copy of each cited foreign patent document; each non-patent literature publication or that 
portion which caused it to be listed; and all other information or that portion which caused it 
to be listed". The Office Action indicates that the IDS "has been placed in the application 
file, but the information referred to therein has not been considered". 

The Examiner initialed the Form PTO-1449 associated with the IDS to acknowledge 

consideration of all of the references except for the AO and AW references. The AO and 

AW references were considered by the Examiner in parent U.S. Application No. 10/188,744. 

See attached Form PTO-1449 date-stamped August 22, 2002, from 10/188,744 (downloaded 

from Public PAIR). As noted in M.P.E.P. § 609: 

The examiner will consider information which has been considered 
by the Office in a parent application when examining (A) a continuation 
application filed Under 37 CFR 1.53(b) .... M.P.E.P. 609.I.A.2, page 600- 
125, column 2, lines 125-28. 

There are exceptions to this requirement that a copy of the information 
must be provided. First, 37 CFR 1 .98(d) states that a copy of any patent, 
publication, pending U.S. application, or other information listed in an 
information disclosure statement is not required to be provided if: (1) the 
information was previously cited by or submitted to, the Office in a prior 
application, provided that the prior application is properly identified in the IDS 
and is relied on for an earlier filing date under 35 U.S.C. 120; and (2) the IDS 
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submitted in the earlier application complies with 37 CFR 1 .98(a)-(c). If both 
of these conditions are met, the examiner will consider the information 
previously cited or submitted to the Office and considered by the Office in 
a prior application relied on under 35 U.S.C. 120. M.P.E.P. 609.m.A.A(2), 
page 600-128, column 2, lines 15-30. 

Because both of these conditions are met. Applicants respectfully request that the 
Examiner acknowledge consideration of the AO and AW references cited in parent 
10/188,744 and cited in the IDS filed February 9, 2004, in the above-identified appUcation. 
For the Examiner's convenience a copy of the Form PTO-1449 fi-om the IDS filed February 9, 
2004, is attached. 

In view of the foregoing amendments and remarks, Applicants respectfully submit 
that the application is in condition for allowance. Applicants respectfully request favorable 
consideration and prompt allowance of the application. 

Should the Examiner believe that anything further is necessary in order to place the 
application in even better condition for allowance, the Examiner is invited to contact 
Applicants' undersigned attomey at the telephone number listed below. 



Form PTO-1449 date-stamped August 22, 2002, from parent 10/188,744 

Form PTO-1449 fi-om EDS filed February 9, 2004, and date-stamped filing receipt 

Customer Number 



Respectfully submitted, 



OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 
Norman F. Obion 




Corwin P. Umbach, Ph.D. 
Registration No. 40,21 1 



Attached: 



22850 



Tel: (703)413-3000 
Fax: (703)413-2220 
(OSMMN 08/03) 
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